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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Trafficmaster plc

Serial No. 76/ 051, 058

Ral ph D. Gelling of Perman & Green, LLP for Trafficmaster plc.

Car ol yn Pendel ton Catal do, Trademark Exam ning Attorney, Law
Ofice 103 (M chael Ham |ton, Managi ng Attorney).

Bef ore Qui nn, Hohein and Rogers, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Tradenmark Judge:

Trafficrmaster plc has filed an application to register
the mark "TRAFFI CMASTER' for the foll owi ng goods and services:?

"electrical and el ectronic apparatus and
instruments for provision of road traffic
i nformation, for provision of information as
to road traffic congestion and speed and
about individual road vehicles, for road
traffic nonitoring, and for nonitoring of
road traffic congestion and speed and of
i ndi vidual road vehicles; electrical and
el ectroni c apparatus and i nstrunents
| ocatable in vehicle interiors for providing

! Ser. No. 76/052,058, filed on May 18, 2000, which is based on a bona
fide intent to use such mark i n conmerce.
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visual and oral information relating to road
traffic conditions; electronic equipnment in
the nature of nuneric, graphic and textual
data processors, wireless and fixed

el ectronic transmtters and receivers, and
central electronic graphical display systens
for nmonitoring and conmunicating with

i ndi vi dual road vehicles; control centers for
perform ng nuneric, graphic and textual data
processing, wireless and fixed electronic
transm ssion and reception and central

el ectronic graphical display for nonitoring
and communi cating w th individual road
vehicles"” in International Cass 9; and

“provision of road traffic information;
provision of information as to road traffic
congestion and speed and about i ndivi dual
road vehicles; road traffic nonitoring;
nmonitoring of road traffic congestion and
speed and of individual road vehicles, and
consultation with regard to the provision of
such information and the perform ng of such
monitoring and the rel ated equi pnment used in
connection therewith" in International C ass
39.

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that
applicant's mark, when applied to its goods and services, soO
resenbl es the mark "TRAFFI CMASTER, " which is registered for
"portabl e non-tippabl e display apparatus for use in displaying
war ni ng nmessages in energency-type situations in the nature of

n?2

non-el ectric signs and netal sign stands, as to be likely to

cause confusion, nm stake or deception.

2 Reg. No. 1,313,111, issued on January 8, 1985, which sets forth a
date of first use anywhere of July 27, 1982 and a date of first use in
conmer ce of August 18, 1982; conbined affidavit 888 and 15.
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Appl i cant has appeal ed. Briefs have been filed,? but
an oral hearing was not requested. W reverse the refusal to
register.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |I. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion
anal ysis, two key considerations are the simlarity of the goods
and services and the sinilarity of the marks.* Here, inasmuch as
the respective marks are identical in all respects, including the
same hi ghly suggestive overall conmmrercial inpression of providing
mastery or control over traffic situations or conditions,® it is
pl ai n that the contenporaneous use thereof in connection with the

sanme or closely related goods and/or services would be likely to

® Although the final refusal discusses the issue of |ikelihood of
confusion only as to the respective goods and makes no nention of
applicant's services, it is clear fromapplicant's briefs and the
Exam ning Attorney's brief that the refusal under Section 2(d) is
regarded by both applicant and the Exam ning Attorney as incl uding
applicant's services as well as its goods and those of the registrant.

* The court, in particular, pointed out that: "The fundamental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods [and services] and differences
in the marks."

> Applicant, we observe, has not raised any argument to the contrary.
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cause confusion as to their source or sponsorship. The principal
focus of our inquiry herein is accordingly on the simlarities
and dissimlarities in the respective goods and services,
including simlarities and dissimlarities in established, Iikely
to continue channels of trade and the conditions under which and
buyers to whom sal es are nade

The Exam ning Attorney maintains that confusion is
likely because it "is clear that the applicant's [goods and
services] and the registrant's goods serve a simlar function,
and are |ikely purchased by the sane consunmers.” |In particular,
the Exam ning Attorney appears essentially to contend with
respect to applicant's goods that its "electrical and el ectronic
apparatus and instrunments for provision of road traffic
information, for provision of information as to road traffic
congestion and speed and about individual road vehicles, for road
traffic nonitoring, and for nonitoring of road traffic congestion
and speed and of individual road vehicles"” and its "central
el ectronic graphical display systens for nonitoring and
communi cating with individual road vehicles" are so broadly
identified as to enconpass itens in the nature of electric signs
and di splays for providing enmergency information. Such itens,
she argues, are so closely related in a coonmercial sense to

regi strant's goods, which she regards as including portable non-
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el ectric signs for use in displaying warning nessages in
enmergency-type situations, that the contenporaneous use of the
mar k " TRAFFI CMASTER' by applicant and registrant in connection
with their respective goods would be likely to cause confusion as
to the source or sponsorship thereof.

Specifically, the Exam ning Attorney asserts in this
regard that (italics in original):

[NNothing in the registrant's
identification of goods indicates that the
signs are not for use for traffic energency
situations. Therefore, it can be assuned
that the registrant's energency signs, |ike
the applicant's electric signs and displ ays,
are also used to notify drivers of traffic
congestion, conditions and/or emergency
situations. According to the information
provi ded by the applicant, the goods [ of
applicant] consist of infrared nonitoring
units that are bolted to the sides of
bri dges, which emt information regarding
traffic congestion at their |ocations to a
control center which then transmts the
information to respective vehicles. .... It
is clear that the applicant's product is
utilized by both nmenbers of the genera
public and by state officials, such as
police. It is also unlikely that the
applicant's products could be bolted to
public roadways, such as bridges, w thout the
perm ssion and cooperation of county or state
officials. In fact, ... it [is] likely that
state or county officials would not only be
consulted prior to affixing the applicant's
products to public roadways, but would al so
subscribe to the applicant's traffic
information service. Therefore, the rel evant
consuners woul d be state or county officials
who are concerned with tracking traffic
congestion and traffic energencies, and these
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consuners would likely be confused as to the
source of the parties' goods.

The evi dence of record denonstrates that
conpani es manufacture both nmanual and
el ectric signs under the sane mark.
Therefore it is possible that conpanies, such
as the applicant, which sell traffic
condition nonitoring systens woul d al so sel
manual signs for traffic energenci es under
the sane mark. Even if applicant's goods are
expensive, the fact that purchasers are
sophi sticated or know edgeable in a
particular field does not necessarily nean
that they are sophisticated or know edgeabl e
inthe field of trademarks or inmmune from
source confusion. See In re Deconbe, 9
UsPQ2d 1812 (TTAB 1988); In re Pellerin
M I nor Corp., 221 USPQ 558 (TTAB 1983).
There is no reason to believe that state or
county officials who are purchasing traffic
condition nonitoring systens woul d not be
confused as to the source of road signs for
use in energency traffic situations,
particularly given the fact that the parties
mar ks are identical.

As to the applicant's services, ... it

is clear fromthe evidence of record that

conpani es provide consulting, manufacturing

and installation of signs and nessage centers

in connection with the sale of electronic and

non- el ectroni c signs.

Wth respect to the "evidence of record" referred to
above, the Exam ning Attorney relies upon copies of various use-
based third-party registrations which, we observe, show that in
only three instances is a mark respectively registered for, on
the one hand, "signs for traffic signals and | um nous signs,"

“illum nated signs” or "lum nous roadway signs" and, on the other

hand, "non-|um nous, non-nechani cal plastic signs not of netal,"”
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"metal signs" or "non-lumnous road signs made of netal."® W

al so note, in view of registrant's "nmetal sign stands" and
applicant's various goods, that there appear to be just two
third-party registrations for marks which respectively cover such

goods as "sign holders" or "sign stands,” on the one hand, and
"signs for traffic signals and | um nous signs" or "illum nated
signs," on the other hand.” Additionally, we observe that, of
the nine use-based third-party registrations nade of record,
there are only two registrations, both of which are owned by the
sane entity, in which a mark is registered for, on the one hand,
"electric and | um nous portable and stationary traffic warning
signs" and, on the other hand, the "installation," "custom
manuf act ure"” and "custom design for others" of "electric and

| um nous signs, ... and portable and stationary traffic warning
signs."® It is settled, we further note, that while use-based
third-party registrations are not evidence that the different
mar ks shown therein are in use or that the public is famliar

with them such registrations nmay neverthel ess have sone

probative value to the extent that they serve to suggest that the

® Such registrations are: Reg. No. 2,303,318, issued on Decenber 28,
1999; Reg. No. 1,458,000, issued on Septenber 22, 1987; and Reg. No.
1,192,923, issued on April 6, 1982.

" Those registrations are: Reg. No. 2,303,318, issued on Decenber 28,
1999; and Reg. No. 1,458,000, issued on Septenber 22, 1987.

8 The registrations are: Reg. No. 2,098,978, issued on Septenber 23,
1997; and Reg. No. 2,098, 945, issued on Septenber 23, 1997.
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goods and/or services listed therein are of the kinds which nmay

emanate froma single source. See, e.g., Inre Albert Trostel &

Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993) and In re Micky

Duck Mustard Co. Inc., 6 USPQ2d 1467, 1470 (TTAB 1988) at n. 6.
Applicant, while seemng to indicate in its main brief

that its "TRAFFI CMASTER' mark is currently in actual use even

t hough a statenent of use has not been filed in connection with

its application, argues that "the systens with which the subject

trademark is used and the signs for which the cited mark is

regi stered are so diverse as to preclude a likelihood of

n9

conf usi on. Applicant al so asserts that the channels of trade

° In addition, applicant contends that the Exam ning Attorney has

m scharacterized its goods by viewing the identification thereof "in a
vacuum' so as to enconpass itens in the nature of electric signs and
di spl ays for providing energency information. Such an approach,
applicant insists inits main brief, is inproper inasnuch as it "has
defined its designation of goods in specific terns of conmponents which

will be recognized in the trade as considerably afield from signs" and
"has subm tted patent documents which clearly illustrate the nature of
its goods." Although applicant, as support for its position, cites In

re Tracknobile Inc., 15 USPQ2d 1152, 1154 (TTAB 1990), a case in which
this Board stated, anong other things, that "when the description of
goods for a cited registration is somewhat unclear, as is the case
herein, it is inproper to sinply consider that description in a vacuum
and attach all possible interpretations to it when the applicant has
presented extrinsic evidence showi ng that the description of goods has
a specific nmeaning to nmenbers of the trade," such case is of little
help to applicant. Here, the problemis that it is the identification
of applicant's goods, instead of the identification set forth in the
cited registration, which is "sonewhat indefinite" given the broad

rat her than specific manner in which applicant has designated its
goods. Moreover, as pointed out in Tracknobile (italics in original):

It is clear that in determning the issue of
i keli hood of confusion in ex parte cases, this Board nust
conpare applicant's goods as set forth in its application
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in which registrant's goods "would be sold are so significantly
different from[those for] the goods and services of the instant
application ... that there is no likelihood of confusion."

In particular, with respect to the "extreme diversity"
in the nature of its goods and services as conpared to
regi strant's goods, applicant maintains in its initial brief
t hat :

Applicant's trademark is used with
systens whi ch i nclude conputer networks,
communi cati ons networks and nobile term nals
for collecting, conpiling, and transmtting
data t hroughout the networks. Such systens
cost over $1,000,000 and are extrenely
conpl ex. Exanples of such systens are
described in the previously submtted ...
[copies of] U S. Patent No. 5,317,311 and
I nternational Patent Application Publication
No. W098/36398 .... Applicant's goods and
services involve the nonitoring of road
traffic and distribution of road traffic
informati on so obtained, particularly for
subscribers to the information service, such
as operators of fleets of vehicles and
sim | ar businesses.

The goods of the cited registration are
not hi ng nore than signs which may be set up
to indicate a specific condition. This could
be in a building, in a park, or in a hone.
There is no indication of the area in which
such signs are used, except to indicate
energenci es. The exam ner has assuned t hat
such signs are used for traffic control

with the goods as set forth in the cited registration. It
is inproper to decide the issue of likelihood of confusion
based upon a conparison of applicant's actual goods with
regi strant's actual goods.

Id. at 1153.



Ser. No. 76/051, 058

Further, the goods of the cited registration

are described in the designation of goods as

"non-trippable"” ... [and] "non-electric".

These descriptive terns illustrate the sinple

nature of these signs. They provide a visual

war ning only. They may cost at nost in the

hundreds of dollars as conmpared to the cost

of the goods of the subject application.

According to applicant, "[s]uch extrene differences in
goods [and services] preclude a likelihood of confusion as to
source." Applicant, with respect to the Exam ning Attorney's
contention that the sane individuals would be responsible for
purchasi ng the goods and services at issue, also urges inits
mai n brief that, due to the conplexity and expense of its
"conputer and conmuni cati on network[s]," "such networks are
generally custom zed to the particular application.” Applicant
therefore asserts that "any purchaser thereof would be
know edgeabl e and sophi sticated and capabl e of understandi ng the
conpl ex technol ogies involved,” with the result that "[t]his
custoner base woul d definitely perceive that such products [and
services] would be froma source which is different than a
producer of signs."

As to the patent docunments nade of record by applicant,
we observe that the abstract for the international patent
application refers to a "method of nonitoring traffic flow "

while the abstract for the U S. Patent describes the foll ow ng:

A traffic congestion nonitoring system
[ whi ch] conprises infrared nonitoring units

10
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bolted to the sides of bridges over a

not orway network and emtting information as

to traffic congestion at their |ocations, a

control center which receives and transmts

the information, and paging units in

respective vehicles ... [for] receiving the

information and visually displaying the sanme

upon di agranms of the network or zones

t her eof .
Furthernore, with respect to the third-party registrations nade
of record and relied upon by the Exam ning Attorney, applicant
not only "disputes that such citations even support the
Exam ner's contention that electric and non-electric signs are
sold by the same conpany,” but in any event insists that "[t] he
Exam ner has not cited any support for the notion that one
conpany sells signs as well as conputer and comuni cati ons
net wor k equi pment for the purposes of controlling, nonitoring,
and communi cati on of status of traffic.”

Upon careful consideration of the argunents and
evi dence presented, we concur with applicant that, on this
record, it has not been shown that contenporaneous use of the
hi ghly suggestive mark "TRAFFI CMASTER' by applicant for its goods
and services is likely to cause confusion with the use thereof by
registrant for its goods. It is well settled, of course, that
the issue of |ikelihood of confusion nust be determ ned on the
basis of the goods and services as set forth in the involved

application and the goods as described in the cited registration.

See, e.g., CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198, 199

11
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(Fed. GCir. 1983); Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ
937, 940 (Fed. G r. 1983); and Paul a Payne Products Co. v.
Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA
1973). Thus, where the goods and services in the application at

i ssue and the goods in the cited registration are broadly
described as to their nature and type, it is presuned in each
instance that in scope the application and registrations
enconpass not only all goods and/or services of the nature and
type described therein, but that the identified goods nove and/or
the recited services are rendered in all channels of trade which
woul d be normal therefor and that they woul d be purchased by al
potential buyers thereof. See, e.g., In re Elbaum 211 USPQ 639,
640 (TTAB 1981).

Here, while applicant has not chall enged the Exam ning
Attorney's treatnent of registrant's goods as including portable,
non-ti ppabl e, non-electric warning signs, a strict reading of the
identification of registrant's goods would seemto indicate,
however, that registrant's goods do not enconpass signs of any
kind. Instead, the identification of registrant's goods appears

to cover both "portable non-tippable display apparatus” which is

"for use in displaying warning nmessages in enmergency-type

situations,” wth such nessages being "in the nature of non-
el ectric signs,” and "netal sign stands.” Such portable non-

ti ppabl e di spl ay apparatus and netal sign stands are obviously

12
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even nore dissimlar, and hence even |ess possibly related, to
applicant's goods and the services it renders in association
therewith than would be electric signs and di splays for providing
energency i nformation.

Nonet hel ess, to address the argunents presented, even
if registrant's goods are construed as including "portable non-
ti ppabl e di splay apparatus” which is "in the nature of non-
el ectric signs"” which are "for use in displaying warning nmessages
in energency-type situations,"” such goods have not been shown to
be closely related, in a commercial sense, to applicant's goods.
Specifically, when registrant's identification of its goods is so
read and applicant's broad identification of its goods is
construed as enconpassing itens in the nature of electric signs
and di spl ays for providing energency information, the record
contains only three instances in which third parties have
registered a mark for such goods as well as for the kinds of
portabl e, non-tippable, non-electric signs for use in displaying
war ni ng nmessages in energency-type situations offered by
registrant. Simlarly, with respect to applicant's goods, as
construed to include itens in the nature of electric signs and
di splays for providing energency information, and registrant's
metal sign stands, the record denonstrates only two instances in
which third parties have registered a nmark for both types of

pr oducts.

13
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W find, in light thereof, that not only is the
evidence insufficient to establish that the rel evant purchasing
public would regard such goods as closely related in a conmerci al
sense, in that they woul d expect goods of those types to enanate
fromthe sane source and to be avail able through the sane
channel s of trade, but there is even | ess evidence to denonstrate
that the technologically conplex and highly expensive el ectronic
apparatus and instrunents offered by applicant for nonitoring and
providing of road traffic information, including information as
to road traffic congestion and speed of individual road vehicles,
conmes fromor is affiliated wth the sanme source which provides
(regardl ess of how registrant's identification of goods is
interpreted) the relatively inexpensive--and decidedly
commonpl ace--netal sign stands and portabl e, non-tippabl e display
apparatus and non-electric signs for use in displaying warning
nmessages in energency-type situations nmarketed by registrant.
Furthernore, there is absolutely no evidence which even suggests
that the rel evant purchasi ng public has becone accustoned to or
ot herwise woul d readily assune that the kinds of detail ed,
current, road traffic information, nonitoring and consultation
services provided by applicant have their origin with or are
sponsored by the sanme entity which produces the types of
ordi nary, netal sign stands and non-ti ppabl e, non-electric,

portabl e warning signs and display apparatus sold by registrant.

14
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Moreover, while it appears to be the case that the
particul ar individuals responsible for purchasing applicant's
goods and subscribing to its associated services would typically
be enpl oyed by fleet vehicle operators (including, admttedly,
various departnents of nunicipalities, such as school districts,
sanitation services, or state highway departnents), there is
sinmply no showi ng that these purchasers would al so be the sane
group of buyers who woul d sel ect and purchase regi strant's goods.
As noted, for exanple, by our principal reviewing court in
El ectronic Design & Sales Inc. v. Electronic Data Systens Corp.,
954 F.2d 713, 21 UsP@d 1388, 1391 (Fed. Gr. 1992), it is error
to deny registration sinply because applicant markets and sells
its goods and/or services in one (or nore) of the sane fields
(e.g., energency traffic information) as those utilized by
registrant for its goods wi thout also determ ning who are the
rel evant purchasers in instances of common institutional
custoners. That is, the nere purchase of both applicant's goods
and services and registrant's goods by the sanme institutions does
not, of itself, establish simlarity of trade channels or overlap
of custoners. Any likelihood of confusion nust, instead, be
shown to exist not in a purchasing institution but in a shared
custoner or purchaser. Thus, our principal review ng court has

cautioned in this regard that:

15



Ser. No. 76/051, 058

We are not concerned with nere theoretica

possibilities of confusion, deception, or

m stake or wwth de mnims situations but

with the practicalities of the comrercia

world, with which the trademark |aws deal
Id., quoting fromWtco Chemcal Co. v. Witfield Chem cal Co.
418 F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g, 153
USPQ 412 (TTAB 1967).

Finally, even if there are situations in which the
custoners for applicant's goods and services are the sane
i ndi vi dual buyers as those who purchase registrant's goods, such
pur chasers nonet hel ess woul d undoubt edl y be know edgeabl e and
sophi sticated custoners who woul d sel ect applicant's goods and
services only after careful consideration and reflection,
especially given the high cost thereof. While, as the Exam ning
Attorney points out, the fact that purchasers are sophisticated
or know edgeable in a particular field does not necessarily nean
that they are discrimnating when it comes to trademarks and/ or
service marks or imune from source confusion,!® the degree of
del i beration and technical sophistication which clearly would be
required by custoners for applicant's goods and services, as

opposed to registrant's far nore everyday goods, would thereby

significantly decrease any |ikelihood of confusion.

19 See, e.g., Wncharger Corp. v. Rinco, Inc., 297 F.2d 261, 132 USPQ
289, 292 (CCPA 1962); In re Deconbe, supra at 1814-15; and In re
Pellerin MInor Corp., supra at 560.

16
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Accordi ngly, and inasnuch as the mark " TRAFFI CMASTER"
is highly suggestive of the respective goods and services and
thus nerits but a narrow anbit of protection, we find on this
record that the contenporaneous use by applicant of such mark for
goods and services which are so significantly different in their
technol ogi cal nature and cost fromthe goods in connection with
whi ch registrant uses the sane mark is not likely to cause

conf usi on.

Deci sion: The refusal under Section 2(d) is reversed.

17



